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United States Patent and Trademark Office (USPTO) 
Office Action (Official Letter) About Applicant’s Trademark Application

 

U.S. Application Serial No. 90256831

Mark:  GRAFFITI DJ BREAKING MC MADE IN NEW YORK CITY ROCK THE BELLS 
CERTIFIED EST. 1973 MC BREAKING DJ GRAFFITI

Correspondence Address:  
Jill M. Pietrini 
SHEPPARD MULLIN RICHTER & HAMPTON LLP 
1901 AVENUE OF THE STARS, SUITE 1600 
LOS ANGELES CA 90067 UNITED STATES

Applicant:  Smith, James Todd

Reference/Docket No. 71AK-308425

Correspondence Email Address:  trademarksCC@sheppardmullin.com

 
 

FINAL OFFICE ACTION

 

The USPTO must receive applicant’s response to this letter within six months of the issue date 
below or the application will be abandoned.  Respond using the Trademark Electronic Application 
System (TEAS) and/or Electronic System for Trademark Trials and Appeals (ESTTA).  A link to the 
appropriate TEAS response form and/or to ESTTA for an appeal appears at the end of this Office 
action.  
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Issue date:  October 12, 2021

This Office action is in response to applicant’s communication filed on September 21, 2021.  Applicant 
was required to provide a disclaimer and has responded by offering only part of the required 
disclaimer.  Therefore, the full disclaimer requirement is now made FINAL. See 37 C.F.R. §2.63(b).
 
DISCLAIMER REQUIRED 
Applicant must disclaim the wording “MADE IN NEW YORK CITY,” “CERTIFIED,” “EST. 1973,” 
“GRAFFITI,” “DJ,” "BREAKING" and “MC” because it is merely descriptive of the subject area, 
location and date of establishment for applicant's services. See 15 U.S.C. §1052(e)(1); DuoProSS 
Meditech Corp. v. Inviro Med. Devices, Ltd., 695 F.3d 1247, 1251, 103 USPQ2d 1753, 1755 (Fed. Cir. 
2012); TMEP §§1213, 1213.03(a).
 
With respect to the disputed terms "GRAFFITI," and "BREAKING" the examining attorney notes that 
applicant's identification of services includes providing a website that gives users the ability to review 
various print, photographic, graphic images, and audio and video content which is broad enough to 
include images of graffiti and content about breaking and also includes a website that gives users the 
ability to upload and share "other content" which is unlimited as to type and could include images of 
graffiti and content regarding breaking.  Indeed, the attached examples from applicant's website, 
www.rockthebells.com shows that it has entire categories/pages devoted to content about both graffiti 
and breaking.  Despite applicant's arguments that "breaking" is not the commonly used or modern term 
for "break dancing," it shows contemporary information about championships in breaking and 
ultimately, "Breaking hitting the Olympics in 2024."  Therefore, these are clearly recognized topics 
featured in applicant's services.
 
Applicant may respond to this issue by submitting a disclaimer in the following format:
 

No claim is made to the exclusive right to use “MADE IN NEW YORK CITY,” 
“CERTIFIED,” “EST. 1973,” “GRAFFITI,” “DJ,” "BREAKING" and “MC” apart from 
the mark as shown.

 
For an overview of disclaimers and instructions on how to provide one using the Trademark Electronic 
Application System (TEAS), see the Disclaimer webpage.
 
RESPONSE GUIDELINES 
 
Applicant is encouraged to telephone or e-mail the assigned trademark examining attorney to resolve 
the issues raised in this Office action by examiner’s amendment.  Although the USPTO will not accept 
a formal response by e-mail, an applicant may communicate informally by phone or e-mail with the 
trademark examining attorney to agree to a proposed amendment to the application that will 
immediately place the application in condition for publication for opposition, issuance of a registration, 
or suspension.  See 37 C.F.R. §2.62(c); TMEP §707.
 
Note: An applicant may check the status of or view documents filed in an application or registration 
using the Trademark Status and Document Retrieval (TSDR) system. Enter the application serial 
number or registration number and click on “Status” or “Documents.”  
 
ow to respond.  Click to file a response to this final Office action and/or appeal it to the 
Trademark Trial and Appeal Board (TTAB).

https://www.uspto.gov/trademark/laws-regulations/how-satisfy-disclaimer-requirement
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/Toby Bulloff/ 
Toby Bulloff 
Trademark Examining Attorney 
Law Office 119 
(571) 270-1531 
toby.bulloff@uspto.gov

 

RESPONSE GUIDANCE

Missing the response deadline to this letter will cause the application to abandon.  A 
response or notice of appeal must be received by the USPTO before midnight Eastern Time of 
the last day of the response period.  TEAS and ESTTA maintenance or unforeseen circumstances 
could affect an applicant’s ability to timely respond.

•

Responses signed by an unauthorized party are not accepted and can cause the application to 
abandon.  If applicant does not have an attorney, the response must be signed by the individual 
applicant, all joint applicants, or someone with legal authority to bind a juristic applicant.  If 
applicant has an attorney, the response must be signed by the attorney.

•

If needed, find contact information for the supervisor of the office or unit listed in the 
signature block.

•
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United States Patent and Trademark Office (USPTO)

USPTO OFFICIAL NOTICE

Office Action (Official Letter) has issued  
on October 12, 2021 for 

U.S. Trademark Application Serial No. 90256831

Your trademark application has been reviewed by a trademark examining attorney.  As part of 
that review, the assigned attorney has issued an official letter that you must respond to by the 
specified deadline or your application will be abandoned.  Please follow the steps below.

(1)  Read the official letter.

(2)  Direct questions about the contents of the Office action to the assigned attorney below.

Toby Bulloff 
Examining Attorney 
LAW OFFICE 119 
(571) 270-1531 
Toby.Bulloff@USPTO.GOV

Direct questions about navigating USPTO electronic forms, the USPTO website, the 
application process, the status of your application, and/or whether there are outstanding 
deadlines or documents related to your file to the Trademark Assistance Center (TAC).

(3) Respond within 6 months (or earlier, if required in the Office action) from October 12, 
2021, using the Trademark Electronic Application System (TEAS).  The response must be 
received by the USPTO before midnight Eastern Time of the last day of the response 
period.  See the Office action for more information about how to respond.

 

GENERAL GUIDANCE

Check the status of your application periodically in the Trademark Status & 
Document Retrieval (TSDR) database to avoid missing critical deadlines.

•

Update your correspondence email address, if needed, to ensure you receive important 
USPTO notices about your application.

•

Beware of misleading notices sent by private companies about your application. •

https://www.uspto.gov/trademarks-application-process/abandoned-applications
http://tsdr.uspto.gov/documentviewer?caseId=sn90256831&docId=FREF20211012
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https://www.uspto.gov/trademarks-getting-started/caution-misleading-notices


Private companies not associated with the USPTO often use public information provided 
in USPTO trademark applications to mail and email trademark-related offers and notices 
- most of which require fees.  These companies often have names similar to the 
USPTO.  All official USPTO correspondence will only be emailed from the domain 
"@uspto.gov".


